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DETAILED ACTION 



Election/Restrictions 



Group 1- 



Claims 1 -21 : The claims of 1 -21 deal with a method for security of software in a 
computer system classify in 71 3/1 87. 



Claims 22-28: The claims of 22-28 deal with a portable computing device 
classify in 708/100. 

The inventions are distinct, each from the other because of the following reasons: 

Inventions Group I and Group II are related as subcombinations disclosed as 
usable together in a single combination. The subcombinations are distinct from each 
other if they are shown to be separately usable. In the instant case, invention portable 
computing device has separate utility such as a transportable computing device. See 
MPEP § 806.05(d). 

Because theses inventions are distinct for reasons given above and the search 
required for Group I is not required for Group II, restriction for examination purposes as 
indicated is proper. 



Group 2- 
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Because these inventions are distinct for reasons given above and the search 
required for Group II is not required for Group I, restriction for examination purposes as 
indicated is proper. 

Because these inventions are distinct for the reasons given above and have 
acquired a separate status in the art because of their recognized divergent subject 
matter, restriction for examination purposes as indicated is proper. 

During a telephone conversation with Anthony Murabido, attorney, on 09/727,953 
a provisional election was made on traverse to prosecute the invention of a security of 
software in a computer system, claims 1-21 . Affirmation of this election must be made 
by applicant in replying to this Office action. Claims 22-1 8 withdrawn from further 
consideration by the examiner, 37 CFR 1 .142(b), as being drawn to a non-elected 
invention. 

Claims 22-28 are withdrawn from further consideration pursuant to 37 CFR 
1 .142(b) as being drawn to a nonelected independent claim 22, generic or linking claim. 
Election was made without traverse in the reply filed on 08/19/2004. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
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invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 1-21 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Benson (6,334,1 18 B1 ) in view of Ellison et al. (6,760,441 B1 ). 
Claim 1 : Benson teaches a computer system security for rental software (col. 5, lines 
36-42), one service not permitted access by the customer unless the at least one usage 
parameter is within a predetermined threshold (col. 5, lines 19-24), the system security 
requires a smart card executing digital signatures (col. 8, lines 11-15), and using 
asymmetric cryptography the customer response means proves to the rented program 
that the customer response means has access to the customer's private keying material 
where the rented program does not permit the at least one service to the customer 
unless the proof is successful (col. 4, lines 9-18). Benson fails to teach loading the 
software on the computer system. Ellison teaches the loading software code that is 
currently active is used to load subsequent software code (col. 9, lines 9-12). 

Therefore, it would have been obvious to a person having ordinary skill in the art 
at the time the invention was made to modify the system by Benson by including the 
loading of software. This modification would have been obvious because a person 
having ordinary skill in the art would have been motivated to do so, as suggested by 
Ellison et al., in order to provide updated security software to the computer system. 

Claim 2: Benson fails to teach a method operates on an open platform computer 
system. Ellison teaches a platform include but are not limited or restricted to a 
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computer, desktop office equipment, wireless telephone handset, a television set-top 
box, and the like (col. 2, lines 3-7). 

Therefore, it would have been obvious to a person having ordinary skill in the art 
at the time the invention was made to modify the system by Benson by including an 
open computer system. This modification would have been obvious because a person 
having ordinary skill in the art would have been motivated to do so, as suggested by 
Ellison et al., in order to allow for other operating systems to interconnect to the 
computing system. 

Claim 3: Benson fails to teach a host computer and a portable computing device 
coupled to the host computer. Ellison teaches a platform may be a desktop or laptop 
computer (col. 2, lines 1-7) and a platform include but are not limited or restricted to a 
computer, desktop office equipment, wireless telephone handset, a television set-top 
box, and the like (col. 2, lines 3-7) which can include multiple processors (col. 5, lines 
27-30). 

Therefore, it would have been obvious to a person having ordinary skill in the art 
at the time the invention was made to modify the system by Benson to include a 
coupling of computing devices. This modification would have been obvious because a 
person having ordinary skill in the art would have been motivated to do so, as 
suggested by Ellison et al., in order to allow multiple computing devices with slightly 
different functions to communicate and transfer acquired information to the host 
computer. 
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Claim 4: Benson fails to teach the software is supplied by a third-party source. Ellison 
teaches the operating system nub loads application modules (col. 4, lines 1-7). 

Therefore, it would have been obvious to a person having ordinary skill in the art 
at the time the invention was made to modify the system by Benson to include a third- 
party source supplied software. This modification would have been obvious because a 
person having ordinary skill in the art would have been motivated to do so, as 
suggested by Ellison et al., in order to allow contractors to supply software desired by 
the user. 

Claim 5: Benson fails to teach the third-party software is for execution or other use on a 
palmtop computer. Ellison teaches the operating system nub loads application modules 
(col. 4, lines 1-7) and a platform include but are not limited or restricted to a computer, 
desktop office equipment, wireless telephone handset, a television set-top box, and the 
like (col. 2, lines 3-7). 

Therefore, it would have been obvious to a person having ordinary skill in the art 
at the time the invention was made to modify the system by Benson to include third- 
party software used on a palmtop computer. This modification would have been 
obvious because a person having ordinary skill in the art would have been motivated to 
do so, as suggested by Ellison et al., in order to allow non-system produced software to 
be utilized on a palmtop as part of the said computer system. 
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Claim 6: Benson teaches multiple applications of software reside on the system where 
each application has its own key file and access key files (col. 6, lines 43-53). The key 
access files validate the programs by their ability to allow the software to access the 
system. 

Claim 7: Benson teaches the software vendor accesses the smart card via a network 
interface (col. 14, lines 47-48). Benson fails to teach a palmtop-computing device 
coupled to the network. Ellison teaches a platform include but are not limited or 
restricted to a computer, desktop office equipment, wireless telephone handset, a 
television set-top box, and the like (col. 2, lines 3-7). 

Therefore, it would have been obvious to a person having ordinary skill in the art 
at the time the invention was made to modify the system by Benson by including an 
open computer system. This modification would have been obvious because a person 
having ordinary skill in the art would have been motivated to do so, as suggested by 
Ellison et al., in order to allow for other operating systems to interconnect to the 
computing system. 

Claim 8: Benson teaches a computer system security for rental software (col. 5, lines 
36-42) and one service not permitted access by the customer unless the at least one 
usage parameter is within a predetermined threshold (col. 5, lines 19-24). Benson fails 
to teach a host computer and a portable computing device coupled to the host 
computer. Ellison teaches an apparatus may be a desktop or laptop computer (col. 2, 



Application/Control Number: 09/727,953 Page 8 

Art Unit: 2132 

lines 1-7), a platform include but are not limited or restricted to a computer, desktop 
office equipment, wireless telephone handset, a television set-top box, and the like (col. 
2, lines 3-7) which can include multiple processors (col. 5, lines 27-30). 

Therefore, it would have been obvious to a person having ordinary skill in the art 
at the time the invention was made to modify the system by Benson to include a host 
computer and a portable computing device. This modification would have been obvious 
because a person having ordinary skill in the art would have been motivated to do so, 
as suggested by Ellison et al., in order to allow multiple computing devices with slightly 
different functions to communicate and transfer acquired information to the host 
computer which has master control over the security system. 

Claim 9: Benson teaches the software vendor accesses the smart card via a network 
interface (col. 14, lines 47-48). 

Claim 10: Benson fails to teach the portable computing device is a palmtop computing 
device. Ellison teaches a platform include but are not limited or restricted to a 
computer, desktop office equipment, wireless telephone handset, a television set-top 
box, and the like (col. 2, lines 3-7). 

Therefore, it would have been obvious to a person having ordinary skill in the art 
at the time the invention was made to modify the system by Benson to include a 
palmtop-computing device. This modification would have been obvious because a 
person having ordinary skill in the art would have been motivated to do so, as 
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suggested by Ellison et al., in order to allow portable computing devices to remotely join 
the computer system, securely. 

Claim 1 1 : Benson fails to teach the portable computing device is a personal data 
assistant. Ellison teaches a platform include but are not limited or restricted to a 
computer, desktop office equipment, wireless telephone handset, a television set-top 
box, and the like (col. 2, lines 3-7). 

Therefore, it would have been obvious to a person having ordinary skill in the art 
at the time the invention was made to modify the system by Benson to include a 
portable computing device. This modification would have been obvious because a 
person having ordinary skill in the art would have been motivated to do so, as 
suggested by Ellison et al M in order to allow personal data assistant computing devices 
to remotely join the computer system, securely. 

Claim 12: Benson fails to teach the portable computing device is coupled to the host 
computer by an infrared device. Ellison teaches a platform include but are not limited or 
restricted to a computer, desktop office equipment, wireless telephone handset, a 
television set-top box, and the like (col. 2, lines 3-7) which can include multiple 
processors (col. 5, lines 27-30). 

Therefore, it would have been obvious to a person having ordinary skill in the art 
at the time the invention was made to modify the system by Benson to include an 
infrared device. This modification would have been obvious because a person having 
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ordinary skill in the art would have been motivated to do so, as suggested by Ellison et 
al., in order to allow personal data assistant computing devices to remotely join the 
computer system, remotely. 

Claim 13: Benson fails to teach a portable computing device is coupled to the host 
computer by an RF enabled device. Ellison teaches a platform include but are not 
limited or restricted to a computer, desktop office equipment, wireless telephone 
handset, a television set-top box, and the like (col. 2, lines 3-7) which can include 
multiple processors (col. 5, lines 27-30). 

Therefore, it would have been obvious to a person having ordinary skill in the art 
at the time the invention was made to modify the system by Benson to include an RF 
enabled device. This modification would have been obvious because a person having 
ordinary skill in the art would have been motivated to do so, as suggested by Ellison et 
al., in order to allow personal data assistant computing devices to remotely join the 
computer system, remotely. 

Claim 14: Benson teaches multiple applications of software reside on the system where 
each application has its own key file and access key files (col. 6, lines 43-53). The key 
access files validate the programs by their ability to allow the software to access the 
system. 
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Claim 15: Benson teaches the use of digital signatures checks, which will result in the 
flagging of the software as TRUE or FALSE (col. 9, lines 1 5-64). The statement TRUE 
or FALSE acts as a valid/invalid flag. 

Claim 16: Benson fails to teach the palmtop computing device is configured to load 
third-party software files with the digital "valid" flag attached and to refrain from loading 
third-party software files which have no flag attached or have the "invalid" flag attached. 
Ellison teaches the rental server synchronizes access to the smart card and audit trail 
where the rental server cannot execute in a manner that thwarts system security, (col. 
9 f lines 1-22) 

Therefore, it would have been obvious to a person having ordinary skill in the art 
at the time the invention was made to modify the system by Benson to control the 
loading of software by the use of a valid/invalid flag. This modification would have been 
obvious because a person having ordinary skill in the art would have been motivated to 
do so, as suggested by Ellison et al., in order to allow only authorized software access 
to the computer system. 

Claim 17: Benson fails to teach the portable computing device is a palmtop computing 
device. Ellison teaches a platform include but are not limited or restricted to a 
computer, desktop office equipment, wireless telephone handset, a television set-top 
box, and the like (col. 2, lines 3-7). 
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Therefore, it would have been obvious to a person having ordinary skill in the art 
at the time the invention was made to modify the system by Benson to include a 
palmtop-computing device. This modification would have been obvious because a 
person having ordinary skill in the art would have been motivated to do so, as 
suggested by Ellison et al., in order to allow portable computing devices to remotely join 
the computer system, securely. 

Claim 18: Benson teaches a computer system security for rental software (col. 5, lines 
36-42), the software vendor accesses the smart card via a network interface (col. 14, 
lines 47-48), and one service not permitted access by the customer unless the at least 
one usage parameter is within a predetermined threshold (col. 5, lines 19-24). Benson 
fails to teach a palmtop-computing device coupled to the network. Ellison teaches a 
platform include but are not limited or restricted to a computer, desktop office 
equipment, wireless telephone handset, a television set-top box, and the like (col. 2, 
lines 3-7). 

Therefore, it would have been obvious to a person having ordinary skill in the art 
at the time the invention was made to modify the system by Benson to include a 
palmtop-computing device. This modification would have been obvious because a 
person having ordinary skill in the art would have been motivated to do so, as 
suggested by Ellison et al., in order to allow portable computing devices to remotely join 
the computer system, securely. 
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Claim 19: Benson teaches multiple applications of software reside on the system where 
each application has its own key file and access key files (col. 6, lines 43-53). The key 
access files validate the programs by their ability to allow the software to access the 
system. 

Claim 20: Benson fails to teach the palmtop computing device is configured to load 
third-party software files with the digital "valid" flag attached and to refrain from loading 
third-party software files which have no flag attached or have the "invalid" flag attached. 
Ellison teaches the rental server synchronizes access to the smart card and audit trail 
where the rental server cannot execute in a manner that thwarts system security, (col. 
9, lines 1-22) 

Therefore, it would have been obvious to a person having ordinary skill in the art 
at the time the invention was made to modify the system by Benson to control the 
loading of software by the use of a valid/invalid flag. This modification would have been 
obvious because a person having ordinary skill in the art would have been motivated to 
do so, as suggested by Ellison et al., in order to allow only authorized software access 
to the computer system. 

Claim 21 : Benson teaches the use of digital signatures checks, which will result in the 
flagging of the software as TRUE or FALSE (col. 9, lines 15-64). The statement TRUE 
or FALSE acts as a valid/invalid flag. 
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Conclusion 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Todd M Jack whose telephone number is 703-305-1027. 
The examiner can normally be reached on M- Fridays. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Albert Decady can be reached on 703-305-9595. The fax phone number for 
the organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 





Todd Jack 
Art Unit 2133 



August 18, 2004 



